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David O. McGoveran. Inventor 

Dear Examiner Boyce: 

I have enclosed a copy of the specification, that was printed as a .pdf file, because the 
references to lines suffer from a divergence in their count in .doc and .pdf versions (for 
example, the latter do not, unlike the former, count blank lines). Our concern is that some 
of the difficulty may have arisen from citations to one being mis-tracked through use of 
the second. 

I request that the current version of the specification that the PTO is using be sent to 
ensure that we are both - perhaps literally - on the same page. 

I also want to emphasize that this is not a change in the specification; the text has not 
been altered, nor any matter - new or otherwise - be added. 

Again, if you do not agree that the claims are prepared to issue, I request a telephone 
interview at your earliest convenience, before your Office Action, to see if the concerns 
can be resolved. 
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Application No. 

09/476,711 


Applicants) 

MCGOVERAN, DAVID 0. 


Examiner 

Andre Boyce 


Art Unit 

3623 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on 23 January 2008 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 112-190 and 192 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 112-190 and 192 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 



Attachments) 

1) □ Notice of References Cited (PTO-892) 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-06) 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1 . 1 1 4, including the fee set 
forth in 37 CFR 1 17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submissions filed on 
February 1 9, 2007 and January 23, 2008 have been entered. 

2. Claims 112, 114, 117, 118, 120-125, 130-137, 140, 142, 144, 145, 148, 157-159, 
161, 164-166, 177-184, 186, 188 and 192 have been amended. Claims 112-190 
and 192 are pending. 



Claim Rejections -35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 112-190 and 192 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. Here, the result of the invention lacks concreteness, 
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since the result is not assured and reproducible, as discussed below. As such, the 
invention cannot be used as intended without undue experimentation, and is 
therefore not enabled. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claims 1 12-190 and 192 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

For a claimed invention to be statutory, the claimed invention must produce a 
useful, concrete, and tangible result. In order to be considered useful, the claimed 
invention must possess a specific, substantial, and credible utility. In order to be 
concrete, the result must be assured and reproducible. In order to be tangible, the 
invention must provide a real world result and must involve more than a 
manipulation of an abstract idea. 

In the present case, independent claims 112 and 192 provide no concrete result. 
Claim 112 recites declaring and stating an objective, declaring and stating at least 
one objective rule set, delegating to at least one specific set of actors, determining 
the satisfaction of a rule's condition, modifying at least on element, etc. However, 
the claimed invention is merely a "reasoning paradigm," (i.e., theoretical 
approach/roadmap) as described by Applicant, and produces no concrete result. 
Moreover, this reasoning paradigm (i.e., claimed invention) is subjective, whereby 
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the result is neither assured nor repeatable. Claims 1 13-190 are rejected based 
upon the same rationale. Claim 192 recites means for accepting, comparing, 
delegating, determining, modifying, etc. However, these limitations provide no 
concrete result, since the result cannot be assured or reproduced, as discussed 
above. 

Response to Arguments 

7. In the Remarks, Applicant argues that claim 1 12 is concrete because the result 
(i.e., the objective) is stated as a set of measurable goals and constraints and rules 
are also stated to accomplish at least a part of said objective by the combination of 
at least one subset of the rules. In addition, Applicant contends that the claimed 
invention can be used as intended without undue experimentation, because 
constraints and rules are specified during the process defined by the claim such that 
the result is concrete if the specified action is executed when the conditions and 
constraints are satisfied. 

The Examiner submits that while the objective may be stated as a set of 
measurable goals and constraints, the claimed invention still lacks concreteness, 
because the "objective," although stated as a set of measurable goals and 
constraints, may not be assured, reproducible, and could be impossible. Here, the 
"objective" is very broad and can encompass seemingly anything, thus leading to a 
result that is neither assured nor reproducible, since the claim language does not 
describe, for example, how the objective is determined, who determines the 
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objective, what area of art the objective is related to, what the objective 
accomplishes, the context of the objective, etc. 

As an example, someone intending to practice the invention could set an 
objective of "find a cure for every type of cancer in 3 months," and state that 
objective as a set of measurable goals and constraints, declare and state objective 
rule sets, delegate specific actors, etc., and still end up with a result that is neither 
assured nor reproducible, and likely impossible. As a result, the claimed invention 
indeed lacks concreteness and remains rejected under 35 USC § 1 12 and 35 USC § 
101, because of the vagueness and broadness of the "objective." 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andre Boyce whose telephone number is (571)272- 
6726. The examiner can normally be reached on 9:30-6pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Van Doren can be reached on (571) 272-6737. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.go 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571- 
272-1000. 



/Andre Boyce/ 

Primary Examiner, Art Unit 3623 
May 26, 2008 



In Re Application of: David O. McGoveran 
Serial No. 09/476,711 
Filed: Dec. 30, 1999 

For: A Declarative Method 



Examiner: 
Group Art Unit: 
Atty. Docket No: 
Date: 



Andre D. Boyce 



3623 

McG-003 
Sept. 28, 2008 



THE COMMISSIONER OF PATENTS AND TRADEMARKS 
P.O. Box 1450 
Arlington, VA 22313 

SIR: Transmitted herewith is a Response to the Final Office Action dated 08/1 8/2006 
for the above application. 

_X_ Small entity status for this application under 37 CFR §1.9 and 1 .27 has been 
established by a verified statement previously submitted. 

Extension of time as necessary is requested and a payment for the required fee is 

enclosed. 

_X_ The Commissioner is hereby authorized to charge payment of any necessary fees, 
or credit any overpayment, to Deposit Account 50-0705 associated with this 
communication for any related purpose, including: ( A DUPLICATE COPY OF THIS 
SHEET IS ENCLOSED) 

X Any additional filing fees required for presentation of extra claims 
X Any extension or petition fees. 



George S. Cole, Esq. 
495 Seaport Court, Suite 101 
Redwood City, CA 94063 
Tel: (650) 322-7760 
Fax:(650) 322-6117 
GSCdLawver@,aol .com 
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